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DETAILED ACTION 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

1. Claims 1-5, 15-19, 7, 8, 21, 22, 29-49, 51, 52, and 59-61 are rejected under 35 
U.S.C. 102(b) as being anticipated by Markowitz (US Patent 5,513,254 A). 

Regarding claim 1 , Markowitz discloses that the facsimile information transmitted 
by the user and the advertisement added in the interexchange carrier network 107, may 
be visually presented to the facsimile recipient, via a display, such as a computer 
screen (col 2, lines 43-47) of a fax capable personal computer 123 (see Fig. 1), which 
reads on an advertisement information acquiring device configured to acquire 
advertisement information from an advertisement server connected to said network via 
said network interface device; 

a computer screen (col 2, line 47) of a fax capable personal computer 123 (see 
Fig. 1), which reads on a display device to display the advertisement information 
acquired from said advertisement information acquiring device; and 

a fax capable personal computer 123 (see Fig. 1 ), which reads on a displaying 
control device configured to control the displaying of the advertisement information. 
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Regarding claim 2, Markowitz discloses that the combined facsimile 
transmission, which includes the facsimile information transmitted by the user and the 
advertisement added in the telephone network, may be visually presented to the 
facsimile recipient via a display, such as a computer screen (col 2, lines 42-47), which 
reads on displaying control device displays the advertisement information during a time 
period of transmitting facsimile data. 

Regarding claim 3, Markowitz discloses that image storage 323 temporarily 
stores the facsimile information while a facsimile transmission is being processed (col 5, 
lines 54-56), which reads on a facsimile data storing device configured to store facsimile 
data; and a fax capable personal computer 123 (see Fig. 1), which reads on a 
displaying control device displays the advertisement information on said display device 
during a time period of storing the facsimile data. 

Regarding claim 4, Markowitz discloses a fax capable personal computer 123 
containing a CPU (see Fig. 1) wherein the image produced in response to the receipt of 
the facsimile transmission from fax server 111, which includes the combined facsimile 
information and advertisement, is then printed out or displayed for use by the recipient 
(col 4, line 65 - col 5, line 2), which reads on an outputting device configured to output 
the advertisement information; an advertisement information output instructing device 
configured to instruct outputting of the advertisement information displayed on said 
display device; and wherein said displaying control device outputs the advertisement 
information instructed by said advertisement information output instructing device with 
the outputting device. 
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Regarding claim 5, Markowitz discloses a fax capable personal computer 123 
containing a CPU (see Fig. 1), which reads on an advertisement information facsimile 
transmission instructing device configured to instruct facsimile transmission of the 
advertisement information displayed on said display device; and wherein said displaying 
control device transmits by facsimile transmission the advertisement information 
instructed by said advertisement information facsimile transmission instructing device to 
a previously set address. 

Regarding claim 7, Markowitz discloses The combined facsimile transmission, 
which includes the facsimile information transmitted by the user and the advertisement 
added in the telephone network, may be visually presented to the facsimile recipient (col 
2, lines 42-46), which reads on a displaying control device combines the advertisement 
information with a communication control report. 

Regarding claim 8, Markowitz discloses a facsimile transmission source modifies 
the user's facsimile transmission by incorporating with the user's facsimile information at 
least one advertisement (col 1, lines 36-38), which reads on said displaying control 
device combines the advertisement information with a part of transmission image data. 

Claim 15 is a method claim and is rejected for the same reasoning as that of 
claim 1 . 

Claim 16 is a method claim and is rejected for the same reasoning as that of 
claim 2. 

Claim 17 is a method claim and is rejected for the same reasoning as that of 
claim 3. 
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Claim 18 is a method claim and is rejected for the same reasoning as that of 
claim 4. 

Claim 19 is a method claim and is rejected for the same reasoning as that of 
claim 5. 

Claim 21 is a method claim and is rejected for the same reasoning as that of 
claim 7. 

Claim 22 is a method claim and is rejected for the same reasoning as that of 
claim 8, 

Regarding claim 29, Markowitz discloses a convenient way to update the 
advertisements that are incorporated into the facsimile transmissions of users (col 3, 
lines 57-59), which reads on a network connecting plural terminal devices with 
transmission paths and transmitting/receiving data between said plural terminal devices 
through said transmission paths; 

databases 115 and 117 store advertisements for incorporation into facsimile 
transmissions by fax server 1 1 1 (col 3, lines 49-50), which reads on an advertisement 
server connected to said network; and 

computer 123, which reads on a facsimile apparatus including; a network 
interface device connected to said network and capable of transmitting and receiving 
facsimile data therebetween; an advertisement information acquiring device configured 
to acquire advertisement information from said advertisement server through said 
network interface device; a display device for displaying the advertisement information 
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acquired by said advertisement information acquiring device; and a displaying control 
device configured to control the displaying of the advertisement information. 

Regarding claim 30, Markowitz discloses a system in which a telephone network 
carrying a facsimile transmission transmitted by a user from a facsimile transmission 
source incorporates at least one advertisement (see Fig. 1), which reads on the 
facsimile apparatus of claim 1 , wherein said network comprises at least one of an ISDN, 
a LAN, a WAN, and a telephone line. 

Regarding claim 31, Markowitz discloses a system in which a telephone network 
carrying a facsimile transmission transmitted by a user from a facsimile transmission 
source incorporates at least one advertisement (see Fig. 1 ), which reads on the 
facsimile apparatus of claim 1 , wherein said network comprises at least one of an ISDN, 
a LAN, a WAN, and a telephone line. 

Claim 32 is a method claim and is rejected for the same reasoning as that of 
claim 30. 

Regarding claim 33, Markowitz discloses a system in which a telephone network 
carrying a facsimile transmission transmitted by a user from a facsimile transmission 
source incorporates at least one advertisement (see Fig. 1), which reads on the 
facsimile apparatus of claim 1 , wherein said network comprises at least one of an ISDN, 
a LAN, a WAN, and a telephone line. 

Regarding claim 34, Markowitz discloses a system in which a telephone network 
carrying a facsimile transmission transmitted by a user from a facsimile transmission 
source incorporates at least one advertisement (see Fig. 1), which reads on the 
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facsimile apparatus of claim 1 , wherein said network comprises at least one of an ISDN, 
a LAN, a WAN, and a telephone line. 

Regarding claim 35, Markowitz discloses the destination may be connected to 
the telephone network via a wireless link (col 7, lines 61-62). The wireless link can be 
an Internet connection, which reads on at least a portion of said ISDN, LAN, WAN, and 
telephone line is the Internet. 

Claim 36 is a method claim and is rejected for the same reasoning as that of 
claim 35. 

Regarding claim 37, Markowitz discloses the destination may be connected to 
the telephone network via a wireless link (col 7, lines 61-62). The wireless link can be 
an Internet connection, which reads on at least a portion of said ISDN, LAN, WAN, and 
telephone line is the Internet. 

Regarding claim 38, Markowitz discloses the destination may be connected to 
the telephone network via a wireless link (col 7, lines 61-62). The wireless link can be 
an Internet connection, which reads on at least a portion of said ISDN, LAN, WAN, and 
telephone line is the Internet. 

Regarding claim 39, Markowitz discloses the destination may be connected to 
the telephone network via a wireless link (col 7, lines 61-62). The wireless link can be 
an Internet connection, which reads on at least a portion of said ISDN, LAN, WAN, and 
telephone line is the Internet. 

Claim 40 is a method claim and is rejected for the same reasoning as that of 
claim 38. 
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Regarding claim 41, Markowitz discloses the destination may be connected to 
the telephone network via a wireless link (col 7, lines 61-62). The wireless link can be 
an Internet connection, which reads on at least a portion of said ISDN, LAN, WAN, and 
telephone line is the Internet. 

Regarding claim 42, Markowitz discloses the destination may be connected to 
the telephone network via a wireless link (col 7, lines 61-62). The wireless link can be 
an Internet connection, which reads on at least a portion of said ISDN, LAN, WAN, and 
telephone line is the Internet. 

Regarding claim 43, Markowitz discloses computer 123, which reads on a means 
for connecting to a network and for transmitting and receiving facsimile data 
therebetween; 

computer 123, which reads on a means for acquiring advertisement information 
from an advertisement server connected to said network via said connecting means; 

computer 123, which reads on a means for displaying the advertisement 
information acquired from said advertisement information acquiring means; and 

computer 123, which reads on a means for controlling the displaying of the 
advertisement information. 

Regarding claim 44, Markowitz discloses a convenient way to update the 
advertisements that are incorporated into the facsimile transmissions of users (col 3, 
lines 57-59), which reads on a network connecting plural terminal devices and 
transmitting/receiving data between said plural terminal devices; 
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databases 115 and 117 store advertisements for incorporation into facsimile 
transmissions by fax server 1 1 1 (col 3, lines 49-50), which reads on an advertisement 
server connected to the network; and a facsimile apparatus including; 

computer 123, which reads on means for connecting to said network and for 
transmitting and receiving facsimile data therebetween; 

computer 123, which reads on means for acquiring advertisement information 
from said advertisement server through said connecting means; 

computer 123, which reads on means for displaying the advertisement 
information acquired by said advertisement information acquiring means; and 

computer 123, which reads on means for control the displaying of the 
advertisement information. 

Claim 45 is a product claim and is rejected for the same reasoning as that of 
claim 1 . 

Claim 46 is a product claim and is rejected for the same reasoning as that of 
claim 2. 

Claim 47 is a product claim and is rejected for the same reasoning as that of 
claim 3. 

Claim 48 is a product claim and is rejected for the same reasoning as that of 
claim 4. 

Claim 49 is a product claim and is rejected for the same reasoning as that of 
claim 5. 
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Claim 51 is a product claim and is rejected for the same reasoning as that of 
claim 7. 

Claim 52 is a product claim and is rejected for the same reasoning as that of 
claim 8. 

Claim 59 is a product claim and is rejected for the same reasoning as that of 
claim 30. 

Claim 60 is a product claim and is rejected for the same reasoning as that of 
claim 38. 

Claim 61 is a product claim and is rejected for the same reasoning as that of 
claim 35. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1. Claims 6, 9, 14, 23, 28, 53, and 58 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Markowitz (US Patent 5,513,254 A) in view of Goldschmitt (WO 

9624213 A1). 

Regarding claim 6, Markowitz does not disclose an advertisement information 
mail transmission instructing device configured to instruct electronic mail transmission of 
the advertisement information displayed on said display device; and wherein said 
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displaying control device transmits by electronic mail the advertisement information 
instructed by said advertisement information mail transmission instructing device to a 
previously set address. Goldschmitt et al disclose an email/advertisement system 
where terminals are configured to send and receive electronic messages to other 
terminals/computers (p2, lines 16-20) and messages can be forwarded to other email 
users (p3, lines 15-16). Markowitz and Goldschmitt et al are analogous art because 
they are from the similar problem solving area of incorporating advertising in network 
communications messages. At the time of the invention, it would have been obvious to 
a person of ordinary skill in the art to add the email feature of Goldschmitt et al to the 
computer of Markowitz in order to obtain email capability. The motivation for doing so 
would be to be able to send/receive email advertising. 

Regarding claim 9, Markowitz discloses advertising may be visually presented to 
the facsimile recipient via a display, such as a computer screen (col 2, lines 42-47) of a 
fax capable personal computer 123 (see Fig. 1), which reads on an outputting device 
configured to output the advertisement information. Markowitz does not disclose said 
displaying control device outputs the advertisement information to the outputting device 
at preset times. Goldschmitt et al disclose providing a feature whereby an advertiser 
can append advertising information at a particular time of the day (p4, lines 15-16). 
Markowitz and Goldschmitt et al are analogous art because they are from the similar 
problem solving area of sending message data. At the time of the invention, it would 
have been obvious to a person of ordinary skill in the art to add the scheduling feature 
of Goldschmitt et al to process of Markowitz in order to obtain a routine of scheduling 
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message transmission. The motivation for doing so would be to effectively 
communicate advertising. 

Regarding claim 14, Markowitz does not disclose that an advertisement 
information acquiring device acquires the advertisement information from said 
advertisement server at preset times. Goldschmitt et al disclose providing a feature 
whereby an advertiser can append advertising information at a particular time of the day 
(p4, lines 15-16). Markowitz and Goldschmitt et al are analogous art because they are 
from the similar problem solving area of sending message data. At the time of the 
invention, it would have been obvious to a person of ordinary skill in the art to add the 
scheduling feature of Goldschmitt et al to process of Markowitz in order to obtain a 
routine of scheduling message transmission. The motivation for doing so would be to 
effectively communicate advertising. 

Claim 23 is a method claim and is rejected for the same reasoning as that of 
claim 9. 

Claim 28 is a method claim and is rejected for the same reasoning as that of 
claim 14. 

Claim 53 is a product claim and is rejected for the same reasoning as that of 
claim 9. 

Claim 58 is a product claim and is rejected for the same reasoning as that of 
claim 14. 



Application/Control Number: 09/808,932 Page 13 

Art Unit: 2626 

2. Claims 10, 20, 24, 50, and 54 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Markowitz (US Patent 5,513,254 A) in view of Gifford et al (US 
20030123622 A1). 

Regarding claim 10, Markowitz does not disclose said displaying control device 
transmits the advertisement information by electronic mail to a previously set address at 
preset times. Gifford et al disclose that a user interface allows the user to setup and 
configure a corresponding enhanced services account, including routing schedules for 
voice, fax, e-mail, and video calls and messages (para 104, lines 1-4). These e-mail 
messages may include promotional items which could be sent according to the routing 
schedule. Markowitz and Gifford et al are analogous art because they are from the 
similar problem solving area of sending message data to select recipients. At the time 
of the invention, it would have been obvious to a person of ordinary skill in the art to add 
the feature of Gifford et al to Markowitz in order to obtain an effective and targeted 
distribution of message data. The motivation for doing so would be to effectively 
communicate advertising. 

Claim 24 is a method claim and is rejected for the same reasoning as that of 
claim 10. 

Claim 54 is a product claim and is rejected for the same reasoning as that of 
claim 10. 

Regarding claim 20, Markowitz does not disclose transmitting by electronic mail 
the advertisement information in accordance with an instruction of transmitting by 
electronic mail the advertisement information displayed on said display device. Gifford 
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et al disclose that a user interface allows the user to setup and configure a 
corresponding enhanced services account, including routing schedules for voice, fax, e- 
mail, and video calls and messages (para 104, lines 1-4). These e-mail messages may 
include promotional items. Markowitz and Gifford et al are analogous art because they 
are from the similar problem solving area of sending message data to select recipients. 
At the time of the invention, it would have been obvious to a person of ordinary skill in 
the art to add the feature of Gifford et al to Markowitz in order to obtain an effective and 
targeted distribution of message data. The motivation for doing so would be to 
effectively communicate advertising. 

Claim 50 is a product claim and is rejected for the same reasoning as that of 
claim 20. 

3. Claims 1 1 , 12, 25, 26, 55, 56, and 57 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Markowitz (US Patent 5,513,254 A) in view of Yamauchi et al 
(US Pat. 5,701,497). 

Regarding claims 1 1 and 12, Markowitz does not disclose said displaying control 
device specifies a transmission destination country from a telephone number of a 
facsimile transmission address; and wherein said displaying control device combines 
the advertisement information in a language of the specified country with the part of 
transmission image data. Yamauchi et al disclose a translating unit for translating 
facsimile image data to identify the original language based upon various commands 
included in the facsimile protocol. There is also a case in which the telephone number 
of the sender is described in the facsimile protocol (col 2, lines 1-4). Markowitz and 
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Yamauchi et al are analogous art because they are from the similar problem solving 
area of message translation. At the time of the invention, it would have been obvious to 
a person of ordinary skill in the art to add the feature of translation feature of Yamauchi 
et al to Markowitz in order to obtain a way to translate the combined message to 
effectively advertise a product. The motivation for doing so would be to convey a 
message to a user of a different language. 

Claim 25 is a method claim and is rejected for the same reasoning as that of 
claim 11. 

Claim 26 is a method claim and is rejected for the same reasoning as that of 
claim 12. 

Claim 55 is a product claim and is rejected for the same reasoning as that of 
claim 12. 

Claim 56 is a product claim and is rejected for the same reasoning as that of 
claim 12. 

Claim 57 is a product claim and is rejected for the same reasoning as that of 
claim 1 1 . 

4. Claims 13 and 27 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Markowitz (US Patent 5,513,254 A) in view of Boucher et al (US Pat 5,884,246). 

Regarding claim 13, Markowitz does not disclose displaying control device 
specifies a transmission destination country from an electronic mail address of 
electronic mail transmission; and wherein said displaying control device transmits the 
advertisement information in a language of the specified country. Boucher et al disclose 
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a translation machine 136 that determines the language which the message is to be 
translated into (Step 230 in FIG. 3C). The translation machine 136 determines the 
country which is the destination of the translated message by the two letter country 
indicating top level domain and performs a translation into a preselected language in 
accordance with the top level domain (col 12, lines 10-14). Markowitz and Boucher et al 
are analogous art because they are from the similar problem solving area of message 
translation based on message information. At the time of the invention, it would have 
been obvious to a person of ordinary skill in the art to add the feature of Boucher et al to 
Markowitz in order to obtain a way to translate the combined message to effectively 
advertise a product. The motivation for doing so would be to convey a message to a 
user of a different language. 

Claim 27 is a method claim and is rejected for the same reasoning as that of 
claim 13. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thomas J. Lett whose telephone number is 703-305- 
8733. The examiner can normally be reached on 7-3:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kimberly Williams can be reached at 703-305-4863. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 
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Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703)305- 
3900. 

Any response to this action should be mailed to: 

Commissioner of Patents and Trademarks 
Washington, DC 20231 
or Faxed to: 

(703) 872-9314 (for Technology Center 2600 only ). 

Hand-delivered responses should be brought to: 
Crystal Park II 
2121 Crystal Drive 

Arlington, VA Sixth Floor (Receptionist). 
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